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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linl<ed as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-20, drawn to a packaging bag. 

Group II, claim(s) 21 , drawn to a process for making a bag. 

Group III, claim(s) 22, drawn to a machine for manufacturing a bag. 

2. The inventions listed as Groups I, II, and III do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under POT Rule 13.2, they lack the 
same or corresponding special technical features for the following reasons: 

3. The special technical feature of Groups I, II, and III is a gusset folded back 
against the bag body where it is removably attached and the gusset having an element 
for re-closable opening which extends across the fold line of the gusset. 

4. Groups I, II, and III are lacking a special technical feature as McGregor discloses 
a packaging bag that includes at least one gusset (the portion between the fold line and 
the seal (29)) folded back against a face of the bag body that is characterized by the 
fact that it includes an element (20) designed to provide for re-closeable opening and 
which extends across the fold line (see figure below) of the gusset and covers the full 
width of the gusset and at least a substantial part of the bag body (10) (Figure 1). And 
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Zimmer (EP 1321381) discloses a pacl<aging bag tliat includes at least one gusset (16) 
folded back against a face of the bag body (10) and held in this position by a detachable 
connecting element (12). It would have been obvious to one of ordinary skill in the art to 
combine the detachable connecting element of Zimmer with the packaging bag of 
McGregor since doing so would provide a way too efficiently and neatly package the 
excess sidewall material. Therefore, there is no special technical feature that defines a 
contribution over the prior art common to all the claims. 

5. During a telephone conversation with Ehc Hyman on April 10, 2009 a provisional 
election was made without traverse to prosecute the invention of I, claims 1-20. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 21 and 22 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 

Double Patenting 

6. A rejection based on double patenting of the "same Invention" type finds Its 
support In the language of 35 U.S.C. 101 which states that "whoever Invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an Invention drawn to 
Identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and /n re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive In 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

7. Claims 1-22 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-22 of copending Application No. 10581439. This is a 
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provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

10. Claim 1 recites the limitations "the bag body" in line 2 and "the fold line" in line 6. 
There is insufficient antecedent basis for this limitation in the claim. 

1 1 . Claim 2 recites the limitation "the whole body of bag" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

12. Claim 3 recites the limitation "the bag body" in lines 3-4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Objections 

1 3. Claim 2 is objected to because of the following informalities: line 3 should read 
"the whole body of the_bag". Appropriate correction is required. 

14. Claim 3 is objected to because of the following informalities: line 5 should read 
"elements respectively". Appropriate correction is required. 

1 5. Claims 4-20 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot depend from any other multiple dependent 



Application/Control Number: 1 0/581 ,440 Page 5 

Art Unit: 3782 

claim. See MPEP § 608.01 (n). Accordingly, tine claims have not been further treated 
on the merits. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

18. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGregor (US 2004/01 14838) in view of Zimmer (EP 1321381). 

19. Regarding Claim 1, McGregor discloses a packaging bag that includes at least 
one gusset (the portion between the fold line and the seal (29)) folded back against a 
face of the bag body that is characterized by the fact that it includes an element (20) 
designed to provide for re-closeable opening and which extends across the fold line 
(see figure below) of the gusset and covers the full width of the gusset and at least a 
substantial part of the bag body (10) (Figure 1). McGregor fails to disclose that the 



Application/Control Number: 1 0/581 ,440 Page 6 

Art Unit: 3782 

packaging bag includes at least one gusset held in the folded back position by a 
detachable connecting element. 

20. However, Zimmer discloses a packaging bag that includes at least one gusset 
(16) folded back against a face of the bag body (10) and held In this position by a 
detachable connecting element (12). 

21 . It would have been obvious to one of ordinary skill in the art to combine the 
detachable connecting element of Zimmer with the packaging bag of McGregor since 
doing so would provide a way too efficiently and neatly package the excess sidewall 
material. 
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22. Regarding Claim 2, McGregor fails to disclose that the element designed to 
provide for recloseable opening covers the whole body of bag in the embodiment of 
Figure 1. 

23. However, In Figure 12 McGregor discloses a packaging bag characterized by the 
fact that the element (88) designed to provide for recloseable opening covers the whole 
body of bag. 

24. It would have been obvious to one of ordinary skill in the art to extend the 
recloseable opening of Figure 1 as was done in Figure 12 since doing so would provide 
a larger access opening to the bag which would facilitate better access to the package 
interior and allow for larger items to be stored in the bag. 

25. Regarding Claim 3, McGregor fails to discloses that A bag according to one of 
claims 1 or 2, characterized by the fact that it includes two gussets (24, 28) folded 
against diametrically opposite faces of the bag body and held in this position by 
detachable connecting elements respective (24, 28). 

26. However, Zimmer teaches a bag characterized by the fact that it includes two 
gussets folded against faces of the bag body and held in this position by detachable 
connecting elements (paragraph [0035]). 

27. It would have been obvious to one of ordinary skill in the art that two gussets 
could be applied to the bag of McGregor and Zimmer since doing so would provide a 
greater change in the volume of the bag and therefor provide more expansion space 
when used with compressed articles as was done in Zimmer. 
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28. Zimmer fails to state tliat tine gussets are on diametrically opposite faces of the 
bag body. However, it would have been obvious to one of ordinary skill in the art to 
locate the two gussets on diametrically opposite faces of the bag body since it has been 
held that rearranging parts of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. 

Conclusion 

29. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Roussel (US 5,377,837); Schmidt (US 6,481,183); Bois Henri 
(US 7,182,512); Bois (US 6,939,281); Edelman et al. (US 2003/0185466); Peppiatt (US 
5,080,497); Hill (EP 0 861 791 Al). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Devin Salmon whose telephone number is (571)270- 
71 1 1 . The examiner can normally be reached on Monday thru Thursday, 9:30 A.M. to 
5:30 P.M. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Newhouse can be reached on (571 )272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 3782 



